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(1) Real Party in Interest 

A statement identifying by name tine real party in interest is contained in tine brief. 

(2) Related Appeals and Interferences 

The examiner Is not aware of any related appeals, interferences, or judicial 
proceedings whicli will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

6269361 Davis etal. 5-1999 
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Chan, NT; Dahan, E; Lo, A.W; Poggio, T. Experimental Markets for Product Concepts, 
center for eBusiness @ MIT. Paper 149, July 2001 . 
(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 6 and 8-18 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Chan (Chan, N.T., Dahan, E., Lo, A.W. and Poggio, T. Experimental 

Markets for Product Concepts. Center for eBusiness @MIT. Paper 149, July 2001) in 

view of Davis (US Patent 6,269,361 ). 
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Regarding Claim 1, Chan discloses a computerized system (virtual stock 
market) for allowing transactions in an instrument (virtual securities), the instrument 
being associated with one or more concepts (each associated with an underlying 
product or concept), a method for determining a payoff ("maximize the value of the 
portfolio" allowing traders to "profit from trading and bear the risk of losing money", and 
have "prizes... awarded according to individuals' performance.") (see p. 1, line 18 - p. 2, 
line 8). the method comprising: 

■ determining a value of the one or more concepts based at least in part on a 
demand for at least one concept ("the prices of the stocks are determined by 
demand and supply in the market." - see p. 2, lines 3 - 4); 

■ determining a value of the one or more concepts at a first time (As Chan 
discloses the determination of profit or loss based upon the instrument's 
value, the instrument's value at a first time must be determined to calculate 
the change. Furthermore, as the instrument's value is tied to the value of the 
"underlying product or service" the value of the underlying concept must be 
determined at a first time, see p. 1 , line 18 - p. 2, line 8); and 

■ determining the payoff based on a value determined for the instrument at a 
time of payoff or based on a value determined for the concept at the time of 
payoff, wherein the time of payoff chronologically follows the first time. (As 
Chan discloses the determination of profit or loss based upon the instrument's 
value, the instrument's value at a second time must be determined to 
calculate the change. Furthermore, as the instrument's value is tied to the 
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value of the "underlying product or service" the value of the underlying 
concept must be determined at a second time, see p. 1 , line 1 8 - p. 2, line 8). 
Chan does not teach a method comprising determining a set of terms for a term- 
based concept, wherein each of the terms for the term-based concept relate to a theme, 
each of the terms being usable in a computerized search to locate information; 
determining a value of the term-based concept based at least in part on a demand for at 
least one term from the set of terms during one or more computerized searches related 
to the at least one term. 

Davis discloses a method comprising: 

■ determining a set of terms (one or more keywords) for a term-based 

concept (search term), wherein each of the terms relate to a theme 
(search term), each of the terms being usable in a computerized search to 
locate information, (see abstract); and 

■ determining a value (rank value) of the term-based concept (search term) 
based at least in part on a demand for at least one term (keyword) from 
the set of terms (keywords) during one or more computerized searches 
related to the at least one term (keyword). 

It would have been obvious to one of ordinary skill at the time the invention was 
made to have modified Chan by incorporating keywords associated with a term-based 
concept, as disclosed by Davis, as the "underlying product or concept," as disclosed by 
Chan, as such keyword has value and can be utilized in a computerized search, as 
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disclosed by Davis, allowing for the trading of instruments based upon term-based 
concepts, another product with an already established value within the marketplace. 

Regarding Claim 6, Chan discloses a method comprising: 

■ using a futures-based payoff technique in determining the payoff, ("real- 
money futures markets in which contract payoffs depend on the outcome 
of future political and economic events." - see p. 4, lines 1 - 3). 

Regarding Claim 8 - 12 , Chan discloses a method comprising: 

■ denominating the payoff in at least one of real currency ("real money"), 
(see p. 1, lines 24-25); 

■ fake currency, game currency, coupons, discounts, certificates, or rights. 
("If fictitious money is used, prizes can be awarded according to 
individual's performance." - see p. 2, lines 1 - 2 - while Chan does not 
explicitly state "fake currency, game currency, coupons, discounts, 
certificates, and rights" it would have been obvious to that Chan could 
award any type of prize that he desired); 

■ determining the payoff based upon instrument value. ("The objective of 
the market game is to maximize the value of the portfolio, evaluated at the 
market closing price. If participants play with real money, they will have 
the opportunity to profit from trading..." - see p. 1 , lines 23 - 24); 

■ determining the payoff based upon instrument value. ("The objective of 
the market game is to maximize the value of the portfolio, evaluated at the 
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market closing price. If participants play with real money, they will have 
the opportunity to profit from trading..." - see p. 1 , lines 23 - 24); 

■ using the instrument at least one of a speculating tool, a forecasting tool 
or a data generation tool. ("Different non-financial markets have been 
established for opinion polling, forecasts and predictions." - see p. 3, line 
21); and 

■ an entity ("virtual stock market") that at least in part facilitates allowing of 
transactions ("trading") capable of being valued (determining "profit" or 
loss) based on values of the one or more concepts ("underlying product or 
service" of an instrument which has value), (supra). 

Chan does not teach a method comprising determining the payoff in rights 
relating to advertising; determining the payoff in at least one of rights to clicks or rights 
to impressions; an entity that at least in part facilitates Pay-per-click auctions for rights 
associated with the one or more term-based concepts, and comprising the entity 
deriving revenue from at least one of transaction fees, listing fees, institutional 
participation fees, institutional participation fees, data sale or publicity. 

Davis discloses a method comprising: 

■ determining a valuation in rights relating to advertising ("higher likelihood 
of a referral to advertiser's web site"), (see col. 4, lines 2 - 6); 

■ determining a valuation in at least one of rights to clicks ("search result 
list" "click-through") or rights to impressions (appearance on "search result 
list"), (see col. 3, line 62 - col. 4, line 2); and 
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■ an entity ("Internet searcli engine") also at least in part facilitates Pay-per- 
click auctions for rights associated with the one or more term-based 
concepts (keywords), and comprising the entity ("Internet search engine") 
deriving revenue from listing fees ("bid... for positions on a search result 
list"), (see col. 3, line 62 - 65). 
It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Chan and Davis by further incorporating 
methodologies, as disclosed by Davis, as such methodologies and standard and 
conventional in the valuation of search terms and their usage in search engines. 

Regarding Claims 13 - 18, such claims recite similar limitations as claimed in 
previously rejected claims, would have been obvious based upon previously rejected 
claims, or are otherwise disclosed by the prior art applied in previously rejected claims. 
Such claim limitations are therefore rejected using the same art and rationale as 
previously utilized. Applicant is reminded that any argument contrary to such an 
interpretation is an Indication of patentably distinct subject matter that may warrant a 
restriction requirement. 

(10) Response to Argument 



For the ease of the Board, Examiner presents a mapping of the claim limitations 
of the Claim 1 to the applicable prior art references. 



Phrase 




Chan - Experimental Markets for 


Davis - US Patent 


# 


Claim 1 


Product Concepts 


6.269.361 
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In a 

computerized 
system for 
allowing 
transactions in 
an instrument, 
the instrument 
being 

associated witli 
one or more 
term- based 
concepts, a 
metliod for 
determining a 
payoff on tlie 
instrument, tlie 
metliod 
comprising: 



In a computerized system (virtual stock 
market) for allowing transactions in an 
instrument (virtual securities), the 
instrument being associated with one or 
more concepts (each associated with 
an underlying product or concept), a 
method for determining a payoff 
("maximize the value of the portfolio" 
allowing traders to "profit from trading 
and bear the risk of losing money", and 
have "prizes... awarded according to 
individuals' performance.") (see p. 1, 
line 18 - p. 2, line 8). the method 
comprising: 



determining a 
set of terms for 
a term-based 
concept, 
wherein each 
of the terms for 
the term-based 
concept relate 
to a theme, 
each of the 
terms being 
usable in a 
computerized 
search to 
locate 
information; 



determining a value of the one or more 
concepts based at least in part on a 
demand for at least one concept ("the 
prices of the stocks are determined by 
demand and supply in the market." - 
see p. 2, lines 3 - 4); 



determining a set of terms 
(one or more keywords) for 
a term-based concept 
(search term), wherein 
each of the terms relate to 
a theme (search term), 
each of the terms being 
usable in a computerized 
search to locate 
information, (see abstract); 
and 



determining a 
value of the 
term-based 

concept based 
at least in part 
on a demand 
for at least one 
term from the 
set of terms 
during one or 
more 

computerized 
searches 
related to the at 



determining a value (rank 
value) of the term-based 
concept (search term) 
based at least in part on a 
demand for at least one 
term (keyword) from the 
set of terms (keywords) 
during one or more 
computerized searches 
related to the at least one 
term (keyword). 
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least one term; 






4 


determining a 
value of the 
instrument 
based at least 
in part on the 
value of the 
term-based 
concept at a 
first time; and 


determining a value of the one or more 
concepts at a first time (As Chan 
discloses the determination of profit or 
loss based upon the instrument's value, 
the instrument's value at a first time 
must be determined to calculate the 
change. Furthermore, as the 
instrument's value is tied to the value of 
the "underlying product or service" the 
value of the underlying concept must be 
determined at a first time, see p. 1, line 
18 -p. 2, line 8); and 




5 


determining the 
payoff based 
on a value 
determined for 
the instrument 
at a time of 
payoff or based 
on a value 
determined for 
the term-based 
concept at the 
time of payoff, 
wherein the 
time of payoff 
chronologically 
follows the first 
time. 


determining the payoff based on a value 
determined for the instrument at a time 

of payoff or based on a value 
determined for the concept at the time 
of payoff, wherein the time of payoff 
chronologically follows the first time. (As 
Chan discloses the determination of 
profit or loss based upon the 
instrument's value, the instrument's 
value at a second time must be 
determined to calculate the change. 
Furthermore, as the instrument's value 
is tied to the value of the "underlying 
product or service" the value of the 
underlying concept must be determined 
at a second time, see p. 1, line 18 - p. 
2, line 8). 
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Appellant asserts that prior art Davis, neither alone nor in combination with Chan, 
fails to teach or suggest "determining a value of the term-based concept based at least 
in part on a demand for at least one term from the set of terms during one or more 
computerized searches related to the at least one term." Examiner refutes such an 
assertion. 

Chan discloses: 

The essence of the markets for product concepts centers around the 
establishment of virtual stock markets that trade virtual securities, each 
associated with an underlying product or service. These products or 
services could be a concept or prototype under evaluation or an existing 
product that anchors the market to the real world. Upon entering a concept 
market, each participant receives an initial portfolio of cash (virtual or real) and 
virtual stocks. Participants are also provided with detailed information on the 
products (stocks) that includes specifications, images, and multimedia 
illustrations. The objective of the market game is to maximize the value of the 
portfolio, evaluated at the market closing price. If participants play with real 
money, they will have the opportunity to profit from trading and bear the risk of 
losing money. The financial stakes in the game provide incentives to reveal true 
preferences, process information and conduct research. If fictitious money is 
used, prizes can be awarded according to individuals' performance. One can also 
reward all participants just for their service. 

As in financial markets, the prices of the stocks are determined by the 
demand and supply in the market which depend on the participants' 
evaluation of their own and others' preferences of the underlying products. Thus 
at the market equilibrium, prices should reflect all participants' aggregate 
preference of the products, (emphasis added - see pp. 1 -2) 

Examiner asserts that Chan discloses determining a value (virtual stock 
price) of a concept (concept underlying a virtual stock) based at least in part on 
demand (demand and supply in the market) for the concept and its component 
elements (e.g. specifications, images and multimedia illustrations). 

Davis discloses: 

A system and method for enabling Information providers using a computer 
network such as the Internet to Influence a position for a search listing 
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within a search result list generated bv an Internet search engine. The 
system and method of the present invention provides a database having 
accounts for the networl< information providers. Each account contains contact 
and billing information for a network information provider. In addition, each 
account contains at least one search listing having at least three 
components: a description, a search term comprising one or more 
keywords, and a bid amount. The network information provider may add, 
delete, or modify a search listing after logging into his or her account via an 
authentication process. The network information provider influences a position 
for a search listing in the provider's account by first selecting a search term 
relevant to the content of the web site or other information source to be listed. 
The network information provider enters the search term and the description into 
a search listing. The network information provider influences the position 
for a search listing through a continuous online competitive bidding 
process. The bidding process occurs when the network information provider 
enters a new bid amount, which is preferably a money amount, for a search 
listing. The system and method of the present invention then compares this bid 
amount with all other bid amounts for the same search term, and generates a 
rank value for all search listings having that search term. The rank value 
generated by the bidding process determines where the network 
information providers listing will appear on the search results list page that 
is generated in response to a ouerv of the search term bv a searcher 
located at a client computer on the computer network. A higher bid by a 
network information provider will result in a higher rank value and a more 
advantageous placement, (emphasis added - see abstract). 

Examiner asserts that Davis discloses a term-based concept (search term) 
comprising a set of terms (one or more keywords) to be utilized during one or more 
computerized searches related to the at least one term (keyword). 

Examiner also asserts that Davis has multiple disclosures in which a value is 
determined for the concept. Davis discloses that the value of the concept is determined 
at least in part on a demand (bidders' demand) for said concept - the value being the 
bid price. The bid price in turn generates a second value (rank value) for the concept. 
When a computer search is performed the value (rank value) of the term is determined 
at least in part on a demand (query of the search term) in order to organize the search 
results appropriately. 
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Examiner asserts that Chan and Davis, in combination, disclose "determining a 
value of the term-based concept based at least in part on a demand for at least one 
term from the set of terms during one or more computerized searches related to the at 
least one term." 

Appellant places great emphasis on "determining a value of a term-based 
concept. ..during one or more computerized searches." (emphasis added). To this end, 
Appellant attempts to differentiate the claimed invention from the prior art by stating that 
Davis "generates a rank value for search listings or search terms presented to users 
upon completion of the search results." (see Appeal Brief, p. 8). 

If the Examiner understands the Appellant's argument correctly, the Appellant is 
arguing that determination of a value in Davis does not happen "during" a search but 
happens after a search is conducted. However, Examiner is uncertain how the 
Appellant can subdivide a search into its component elements in such a matter (e.g. 
searching and search results). Additionally, Examiner does not believe that the phrase 
"during one or more computerized searches" requires such a narrow interpretation. 

For example, let us assume that I run a computerized search for a term (beagle) 
related to a concept (Snoopy) and I am presented with a list of search results. The 
search results are presented in a particular order, the order of rank value, for my 
perusal. If the search results are organized in order of rank value then sometime during 
the searching process their value was determined in order to allow the organization of 
the search results. Examiner asserts that a reasonable interpretation of "during one or 
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more computerized searclies" is tine entire process from initiation of a search 
(submission of a searcli query) to completion (generation of search results). 

Appellant asserts "[t]he Examiner incorrectly equates the search listing to a 
search term". Additionally, Appellant asserts that as claimed the ""value of the term 
based-concept" relates to the search term, not the search results."(see Appeal Brief, p. 
9). 

First, Examiner refutes such an assertion as such definition of claim terminology 
was not articulated in the original specification nor utilized in the previously presented 
claim(s). As such, the broadest definition for the term was applied as to provide the 
"broadest reasonable interpretation consistent with the specification during the 
examination of a patent application since the applicant may then amend his claims." 
See In re Prater and Wei, 162 USPQ 541, 550 (CCPA 1969). 

Second, Appellant claims neither a search listing nor a search term. Appellant 
claims the much broader "term-based concept". Both a search listing and a search term 
read on "term-based concept." A search listing is a concept defined by the search 
terms, thereby basing the concept in terms. Search terms are terms themselves that are 
used to define a concept. 

Appellant also notes that independent claims 16 and 17 recite: 

■ determining a value of the first term-based concept based at least in part 
on a demand for at least one term from the first set of terms during one or 
more computerized searches related to the at least one term from the first 
set; and 
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■ determining a value of tlie second term-based concept based at least in 
part on a demand for the at least one term from the second set of terms 
during one or more computerized searches related to the at least one term 
from the second set. 
All argument(s) and/or rationale(s) set forth above with respect to earlier 
addressed claim(s), Claim(s) 1, are hereby incorporated and/or reapplied so as to apply 
to Claim(s) 16 and 17 where applicable. 

As far as the claiming a second term-based concept in addition to a first term- 
based concept, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to allow for multiple concepts, since it has been held that 
mere duplication of the essential working parts of a device, without more, involves only 
routine skill in the art. St. Regis Paper Co. v. Bemis Co, 193 USPQ 8 (CA 7); In re 
Harza, 124 USPQ 378 (CCPA 1960). 

Such is especially true as Chan discloses that "each participant receives an initial 
portfolio of cash (virtual or real) and virtual stocks" (see p. 1 ) which implies the holding 
of multiple concepts (virtual stocks) within the portfolio. 
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(11) Related Proceecling(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 



For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

/Jason M Borlinghaus/ 
Examiner, Art Unit 3693 
August 29, 2008 



Conferees: 

/J. A. K./ 
James Kramer 

Supervisory Patent Examiner, Art Unit 3693 

Vincent Millin A/M/ 

Appeals Practice Specialist, TC 3600 



